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2a )□ This action is FINAL. 2b)^ This action is non-final. 
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closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

Restrictions 

Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which 
are not so linked as to form a single general inventive concept under PCT Rule 13.1 . 

In accordance with 37 CFR 1 .499, applicant is required, in reply to this action, to 
elect a single invention to which the claims must be restricted. 

Group I, claim(s) 1-2, 5, 8-9, 11,16, 48-51 and 27-28, drawn to a compound of 
formula listed in claim 1, and a method for inhibiting binding of vanilloid ligand to a 
capsaicin receptor in vivo, comprising contacting capsaicin receptor with at least one 
compound of claim 1. 

Group II, claim(s) 1-2, 5, 8-9, 11,16, 48-51 and 31-32, drawn to a compound of 
formula listed in claim 1 , and a method for treating a condition responsive to capsaicin 
receptor modulation in a patient, wherein the patient is suffering from (i) exposure to 
capsaicin, (ii) burn or irritation due to exposure to heat, (iii) burns or irritation due to 
exposure to light, (iv) burn, bronchoconstriction or irritation due to exposure to tear gas, 
air pollutants or pepper spray, or (V) burn or irritation due to exposure to acid, 
comprising administering a compound of claim 1. 

Group III, claim(s) 1-2, 5, 8-9, 11,16, 48-51 and 31-33, drawn to a compound of 
formula listed in claim 1, and a method for treating a condition responsive to capsaicin 
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receptor modulation in a patient, wherein the condition is asthma or chronic obstructive 
pulmonary disease, comprising administering a compound of claim 1. 

Group IV, claim(s) 1-2, 5, 8-9, 11,16, 48-51 34 and 39, drawn to a compound of 
formula listed in claim 1, and a method for treating pain in a patient, comprising 
administering a compound of claim 1. 

Group V, claim(s) 1 -2, 5, 8-9, 11,16, 48-51 and 43, drawn to a compound of 
formula listed in claim 1, and a method for treating urinary incontinence in a patient, 
comprising administering a compound of claim 1. 

Group VI, claim(s) 1 -2, 5, 8-9, 11, 16, 48-51 and 44, drawn to a compound of 
formula listed in claim 1, and a method for promoting weigh loss in obese patient, 
comprising administering a compound of claim 1. 

The inventions listed as Groups l-VI do not relate to a single general inventive 
concept under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or 
corresponding special technical features for the following reasons: each group as a 
different technical feature, for example Group VI involves a method of treating weigh 
loss, Group V involves a method of treating urinary incontinence, etc. 



Elections 

First election for Groups I - VI 



Application/Control Number: 10/564,263 Page 4 

Art Unit: 1615 

This application contains claims directed to more than one species of the generic 
invention. These species are deemed to lack unity of invention because they are not so 
linked as to form a single general inventive concept under PCT Rule 13.1 . 

The species are as follows: compounds of the formula listed in claim 1 . 
Applicant is required to elect a single disclosed species. Specifically, applicant is 
required to define each of AM , Ar2, W, Y and Z groups with a particular species (a 
species definition like methyl, not a genus definition like alkyl). Electing a compound 
that is not specifically disclosed as filed may be considered new matter. 

Applicant is required, in reply to this action, to elect a single species to which the 
claims shall be restricted if no generic claim is finally held to be allowable. The reply 
must also identify the claims readable on the elected species, including any claims 
subsequently added. An argument that a claim is allowable or that all claims are 
generic is considered non-responsive unless accompanied by an election. 

Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims 
are added after the election, applicant must indicate which are readable upon the 
elected species. MPEP § 809.02(a). 

The following claim(s) are generic: 1-2,5, 8-9, 11,16, 27-28, 31 -34, 39, 43-44, 
and 48-51. 

The species listed above do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, the species lack the same or 
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corresponding special technical features for the following reasons: Although the species 
have a common core, they have such a diverse set of substituents that makes these 
compounds so structurally different, that is very likely they will exhibit completely 
different biological activities and will also require different search queries for example: 
A1 and Ar2 could independently be 5 to 10 member aromatic carbocycles and 
heterocycles, each of which is substituted with from 0 to 3 substituents. This large 
variety of substituents will confer the molecule unique characteristics which are very 
distinctive from each other. The overall effect of so many, so diverse substituents on 
the chemical and biological properties of structure of claim 1 , will be such as to make 
most of these species unique in regards to their physicochemical properties and the 
biological targets they interact with. 

Second election for Group IV 

This application contains claims directed to more than one species of the generic 
invention. These species are deemed to lack unity of invention because they are not so 
linked as to form a single general inventive concept under PCT Rule 13.1 . 

The species are as follows: pain associated conditions listed in claim 39. 

Applicant is required, in reply to this action, to elect a single species to which the 
claims shall be restricted if no generic claim is finally held to be allowable. The reply 
must also identify the claims readable on the elected species, including any claims 
subsequently added. An argument that a claim is allowable or that all claims are 
generic is considered non-responsive unless accompanied by an election. 
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Upon the allowance of a generic claim, applicant will be entitled to consideration 
of claims to additional species which are written in dependent form or otherwise include 
all the limitations of an allowed generic claim as provided by 37 CFR 1.141. If claims 
are added after the election, applicant must indicate which are readable upon the 
elected species. MPEP § 809.02(a). 

The following claim(s) are generic: 34 and 39. 

The species listed above do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, the species lack the same or 
corresponding special technical features for the following reasons: the disclosed pain 
associated conditions (postmastectomy pain syndrome, stump pain, phantom limb pain, 
etc) can have different stages of progression and require different type of treatments. 

Inventorship Notice 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(i). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MARCOS SZNAIDMAN whose telephone number is 
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(571)270-3498. The examiner can normally be reached on Monday through Thursday 8 
AM to 6 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael P. Woodward can be reached on 571 272-8373. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/MARCOS SZNAIDMAN/ /MP WOODWARD/ 

Examiner, Art Unit 1 61 1 Supervisory Patent Examiner, Art Unit 1 61 5 

April 22, 2008 



